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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION " IVJmn ^ rKUIVI 

• 3^(1)^ .nnoeven»,howe V e, mayar e P , ybet i m e, y n,e d 

- Fa.lure to reply within the set or extended period for reply will, by statute, cause the appliSo^ commun,cat.on. 

Status 

1)13 Responsive to communication(s) filed on 30 December 2002 . 
2a)Q This action is FINAL. 2b)|SI This action is non-final. 

3) D nlH^ S apm ™ t]on isi " c ° ndition for allowance except for formal matters, prosecution as to the merits is 
Disposition of Cla'ims 00 6 PraCt ' Ce Under E * ^ QUay ' e ' 1 935 C D ' 1 ^ ' 453 O G - 213 

4) M Claim(s) 1 to 56 is/are pending in the application. 

4a) Of the above claim(s) 10. 11. 32. 33.^1 to 5d is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. ' 

6) EI Claim(s) 1 to 9. 12 to 31. 34 to 50 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)Q disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 1 7 2(a)) 

* See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received 

15) U Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 
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6) D Other: 



U.S. Patent and Trademark Office 

PTO-326 (Rev. 04-01) 



Office Action Summary 



Part of Paper No. 7 



Application/Control Number: 09/855,052 
Art Unit: 1712 



Page 2 



1 . Applicant's election of the polycarbonate ester species in Paper No. 6 is 
acknowledged. Because applicant did not distinctly and specifically point out the 
supposed errors in the restriction requirement, the election has been treated as an 
election without traverse (MPEP § 818.03(a)). 



2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 



3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1 to 9, 12 to 31 , 34 to 43 and 46 to 50 are rejected under 35 U.S.C. 
102(b) as being anticipated by EP 921 161, herein Puyenbroek et al. 

Puyenbroek et al. teach thermoplastic compositions containing a polyetherimide 
component (meeting the limitation of component (a) and the specific limitations of 
claims 2 to 6), a polycarbonate and a polysiloxane (meeting claimed component (c)). 
This differs from that claimed in that Puyenbroek et al. do not specifically show an 
example using a polycarbonate ester, applicants' elected component (b). 

However, as can be seen from the teachings of operable polycarbonate on page 
6, carbonate esters can be used. See for instance lines 43 to 45. Thus Puyenbroek et 
al. suggest using polycarbonate esters and the polycarbonate component and as such 
one having ordinary skill in the art would have found the claimed combination of compo- 
nents obvious. Note that the bottom of page 7 teaches various additives as found in 
claim 21 . This composition is used to from a molded article of manufacture. Regarding 
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the limitation of, for instance, claim 12, note that the siloxane on page 7 meets this 
formula. While the molecular weight range claimed is not specifically taught, page 7, 
line 10, teaches that the siloxane can have a weight average molecular weight of great- 
er than about 1,500 g/mole, embracing the claimed range. 

5. Claims 1 to 9, 21 to 31 and 43 are rejected under 35 U.S.C. 102(b) as being 
anticipated by EP 704 487. 

The Examiner notes that EP 704 487 anticipates these claims because the term 
"a polydiorganosiloxane" is inclusive of polydiorganosiloxane copolymers. 

EP 704 487 teaches polyester-carbonate blends. This polyestercarbonate meets 
applicants' elected component (b). Blended with the polyester-carbonate is a polyether- 
imide (meeting claimed component (a)) and a polysiloxane-polyetherimide copolymer. 
See the bottom of page 2 through page 3. This anticipates the instant claims. Page 7 
teaches the presence of various additives meeting claim 21 . These blends are used to 
form molding compositions. 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 43 and 44 are rejected under 35 U.S.C. 103(a) as being unpatentable 
overEP 921 161. 

While 921 161 does not teach these specific method steps, adjusting the order of 
addition for the components in EP 921 161 would appear to have been well within 
routine experimentation and/or optimization for one having ordinary skill in the art. 
Thus, first mixing the polydiorganosiloxane with the polyimide or polycarbonate, or 
mixing the polydiorganosiloxane with the inorganic particles, prior to mixing all of the 
components would appear to have been an obvious difference over the teachings of EP 
921 161. 
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8. The remaining references are cited as being of general interest. Puyenbroek et 
al. is the US equivalent of EP 921 161. Romenesko et al. teaches a method for impart- 
ing flame retardancy to organic resins such as polycarbonates and polyimides. This 
reference first disperses the polydiorganosiloxane with a silica filler, supporting the 
Examiner's position that the method steps of claim 45 would have been obvious to one 
having ordinary skill in the art since this initial step is known in the art. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Margaret G. Moore whose telephone number is 703- 
308-4334. The examiner can normally be reached on Mon., Wed., Thurs. and Friday, 
10am to 4pm.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Dawson can be reached on 703-308-2340. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-872-931 1 
for regular communications and 703-872-9310 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 

4 ' flw- 
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